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DETAILED ACTION 

This is the initial Office action based on the 10/667,741 application filed on 
9/22/2003. Claims 1-22, as originally filled, are currently pending and have been 
considered below. 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The applicant uses the term affinity, a term not so 
well known in the art, throughout the text of the instant claims; however the applicant 
fails to successfully delineate what it is. Therefore, the examiner will interpret this term 
to be; any application available to users in a collaborative computing environment. 

Claim Rejections - 35 USC § 101 
1. 35 U.S.C. 101 reads as follows: 

; Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1 1-20 are rejected under 35 U.S.C. 101 because the claims fail to place 

i ■ . 

the invention squarely within one statutory class of invention. On paragraph 14 of the 
instant specification, applicant has provided evidence that applicant intends the 
"medium" to include signals. As such, the claim is drawn to a form of energy. Energy is 
not one of the four categories of invention and therefore this claim(s) is/are not 
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statutory. Energy is not a series of steps or acts and thus is not a process. Energy is 
not a physical article or object and as such is not a machine or manufacture. Energy is 
not a combination of substances and therefore not a composition of matter. 

Claims 21-22 are rejected under 35 U.S.C. 101 because the claims lack the 
necessary physical articles or objects to constitute a machine or a manufacture within 
the meaning of 35 USC 1 01 . They are clearly not a series of steps or acts to be a 
process nor are they a combination of chemical compounds to be a composition of 
matter. As such, they fail to fall within a statutory category. They are, at best, functional 
descriptive material perse. 

Descriptive material can be characterized as either "functional descriptive material" or 
"non-functional descriptive material." Both types of "descriptive material" are non- 
statutory when claimed as descriptive material perse, 33 F.3d at 1360, 31 USPQ2d at 
1759. When functional descriptive material is recorded on some computer-readable 
medium, it becomes structurally and functionally interrelated to the medium and will be 
statutory in most cases since use of technology permits the function of the descriptive 
material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 
1031, 1035 (Fed. Cir. 1994) 

Merely claiming non-functional descriptive material, i.e., abstract ideas, stored on a 
computer-readable medium, in a computer, or on an electromagnetic carrier signal, 
does not make it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that 
the claims for an algorithm in Benson were unpatentable as abstract ideas because 
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"[t]he sole practical application of the algorithm was in connection with the programming 
of a general purpose computer."). 

Claim Rejections - 35 USC § 102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-2 & 6-12 & 16-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Besaw et al. (hereinafter Besaw) U.S. Patent No.: 6,308,212. 

Besaw teaches: 

Claim 1: A method for creating user groups in a network environment 
comprising the steps of: identifying at least one affinity among a plurality of user 
sessions (Figures 1-3 and Abstract & Col. 1 lines 52-65; session manager); and 
responsive to said affinity identification, prompting a plurality of users to engage 
in communication (Figures 2 and Abstract & Col. 1 line 66- Col. 2 line 10 & Col. 7 
lines 2-11; login requirement). 

Claim 2: Further comprising the step of monitoring said plurality of user sessions 
(Figures 1-3 and Abstract & Col. 4 lines 37-46; session manager and session 
initialization). 
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Claim 6: Wherein said identifying step includes the step of evaluating session 
cookies associated with said user sessions (Figures 1-3 and Col. 1 lines 23-33 & 
Col. 2 lines 20-31; CGI and cookie monitoring). 

Claim 7: Wherein said identifying step includes the step of evaluating session 
objects associated with said user sessions (Figures 1-3 and Col. 2 lines 1 1-31 & 
Col. 3 line 62- 66; session manager, session properties and Web Ul). 
Claim 8: Wherein said session objects comprise at least one datum selected 
from the group consisting of a URL which has been accessed, an amount of time 
on-line, an item in a shopping cart, and a user identifier (Figures 1-3 and Col. 2 
lines 52-61; timeout period, session manager, login CGI and login log file). 
; Claim 9: Wherein said user identifier comprises at least one of a postal code, an 
area code, a city, a county, a state, a province, a country and a continent 
(Figures 1-7 and Col. 2 lines 21-31 ; session manager, session number and 
remote IP address). 

i- 

Claim 10: A method for creating user groups in a network environment 
: comprising the steps of: identifying at least one affinity among a plurality of user 
i sessions (Figures 1-3 and Abstract & Col. 1 lines 52-65; session manager); and 
. responsive to said affinity identification, presenting a user interface to at least 

one user (Figures 1-3 and Col. 2 lines 11-31 & Col. 3 line 62- 66; session 
; manager, session properties and Web Ul). 



• i • 
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Claims 11-20 list all the same elements of claims 1-10, but in machine- 
readable storage form rather than method form. Therefore, the supporting 
rationale of the rejection to claims 1-10 applies equally as well to claim 11-20. 

Claim 21 is substantially the same as claim 1 and is thus rejected for 
reasons similar to those in rejecting claim 1 . 

Claim 22 is substantially the same as claim 10 and is thus rejected for 
reasons similar to those in rejecting claim 10. 

Examiner Note: Examiner has cited particular columns and line numbers in 
the references as applied to the claims above for the convenience of the 
applicant. Although the specified citations are representative of the teachings of 
the art and are applied to the specific limitations within the individual claim, other 
passages and figures may apply as well. It is respectfully requested from the 
applicant in preparing responses, to fully consider the references in its entirety 
as potentially teaching of all or part of the claimed invention, as well as the 
context of the passage as taught by the prior art or disclosed by the examiner. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
i invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 



1. 

: 2. 
3. 



Determining the scope and contents of the prior art. 

Ascertaining the differences between the prior art and the claims at issue. 

Resolving the level of ordinary skill in the pertinent art. 
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' 4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. ; Claim 3 rejected under 35 U.S.C. 103(a) as being obvious over Besaw et al. 

(hereinafter Besaw), U.S. Patent No.: 6,308,212 and further in view of Berkowitz et al 

(hereinafter Berkowitz) U.S. Patent No.: 5,392,400. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Besaw teaches the invention as disclosed above. 

Besaw also teaches java applets and other web applications (Figures 1-4 and 
Abstract & Col. 1 lines 52-65 & Col. 2 lines 63-67 & Col. 4 lines 37-46; APIs, CGI, Java 
applets and web applications). 
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Besaw does not appear to explicitly disclose wherein said initiating step further 
comprises the step of providing access to an interaction application for said at least two 
of said plurality of user sessions responsive to said identified affinity. 

However, Berkowitz discloses Wherein said initiating step further comprises the 
step of providing access to an interaction application for said at least two of said 
plurality of user sessions responsive to said identified affinity (Figures 2-4A; common 
control window and display to all participants, participants can view and input data to 
application window). 

Besaw and Berkowitz are analogous art because they are from the same field of 
endeavor of collaborative computing. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Besaw and Berkowitz before him or her, to incorporate a 
network environment prompting a plurality of users to engage in communication, as 
disclosed by Besaw, with providing an interaction application for said at least two of said 
plurality of user sessions responsive to said identified affinity, as disclosed by 
Berkowitz. 

The motivation for doing so would have been to allow users a more interactive 
network environment to engage in communication. 

Therefore, it would have been obvious to combine Besaw with Berkowitz to 
obtain the invention as specified in the instant claim. 



Application/Control Number: 10/667,741 Page 9 

Art Unit: 2144 

6. Claim 4 rejected under 35 U.S.C. 103(a) as being obvious over Besaw et al. 
(hereinafter Besaw), U.S. Patent No.: 6,308,212 and further in view of Berkowitz et al 
(hereinafter Berkowitz) U.S. Patent No.: 5,392,400. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Besaw teaches the invention as disclosed above. 

Besaw also teaches java applets and other web applications (Figures 1-4 and 
Abstract & Col. 1 lines 52-65 & Col. 2 lines 63-67 & Col. 4 lines 37-46; APIs, CGI, Java 
applets and web applications). 



t 
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Besaw does not appear to explicitly disclose wherein said prompting step further 
comprises the step of establishing a communication pathway to facilitate real time 
communications between users associated with said at least two user sessions. 

However, Berkowitz discloses wherein said prompting step further comprises the 
step of establishing a communication pathway to facilitate real time communications 
between users associated with said at least two user sessions (Figures 2-4A; common 
control window and display to all participants, participants can view and input data to 
application window). 

Besaw and Berkowitz are analogous art because they are from the same field of 
endeavor of collaborative computing. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Besaw and Berkowitz before him or her, to incorporate a 
network environment prompting a plurality of users to engage in communication, as 
disclosed by Besaw, with said prompting step further comprising of establishing a 
communication pathway to facilitate real time communications between users 

associated with said at least two user sessions, as disclosed by Berkowitz. 

i 

The motivation for doing so would have been to allow users a more interactive 
network environment to engage in communication. 

Therefore, it would have been obvious to combine Besaw with Berkowitz to 
obtaip the invention as specified in the instant claim. 
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7. Claim 5 rejected under 35 U.S.C. 103(a) as being obvious over Besaw et al. 
(hereinafter Besaw), U.S. Patent No.: 6,308,212 and further in view of Berkowitz et al 
(hereinafter Berkowitz) U.S. Patent No.: 5,392,400. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 uis.C. 103(a). See MPEP § 706.02(l)(1) and § 706.02(l)(2). 
■ Besaw teaches the invention as disclosed above. 

1 Besaw also teaches java applets and other web applications (Figures 1-4 and 
Abstract & Col. 1 lines 52-65 & Col. 2 lines 63-67 & Col. 4 lines 37-46; APIs, CGI, Java 
applets and web applications). 



! 
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Besaw does not appear to explicitly disclose wherein said step of establishing a 
communication pathway further comprises the step of opening at least one of a chat 
session, an instant messaging session, a newsgroup, and a shared application. 

However, Berkowitz discloses wherein said step of establishing a communication 
pathway further comprises the step of opening at least one of a chat session, an instant 
messaging session, a newsgroup, and a shared application (Figures 1-1 OB; common 
control window and display to all participants, participants can view and input data to 
application window, message queue, viewshare and controlshare). 

Besaw and Berkowitz are analogous art because they are from the same field of 

endeavor of collaborative computing. 

j 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Besaw and Berkowitz before him or her, to incorporate a 
network environment prompting a plurality of users to engage in communication, as 
disclosed by Besaw, with said step of establishing a communication pathway further 
comprises the step of opening at least one of a chat session, an instant messaging 
session, a newsgroup, and a shared application, as disclosed by Berkowitz. 

The motivation for doing so would have been to allow users a more interactive 
network environment to engage in communication. 

Therefore, it would have been obvious to combine Besaw with Berkowitz to 
obtain the invention as specified in the instant claim. 
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Claims 13-15 list all the same elements of claims 3-5, but in machine-readable 

storage form rather than method form. Therefore, the supporting rationale of the 

rejection to claims 3-5 applies equally as well to claim 13-15. 

Examiner Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and 
are applied to the specific limitations within the individual claim, other passages 
and figures may apply as well. It is respectfully requested from the applicant in 
preparing responses, to fully consider the references in its entirety as potentially 
teaching of all or part of the claimed invention, as well as the context of the 
passage as taught by the prior art or disclosed by the examiner. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maceeh Anwari whose telephone number is 571-272- 
7591. The examiner can normally be reached on Monday-Friday 7:30-5:00 PM ES. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Vaughn can be reached on 571-272-3922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

M.A. 
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